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DETAILED ACTION 

Response to Amendment 

1 . Acknowledgment is made to applicant's addition of claim 1 0. No new matter has 
been added. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-3 and 6-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakamura et al. (US 62451 82 B1 ). 

a. With regards to claim 1 , Nakamura et al. teaches of a thermosetting and 
active energy ray curable resin composition comprising a polymer having a 
(meth)acryl equivalent weight of 100 to 300g/eq , a hydroxyl value of 20 to 5000 
and a weight average molecular weight of 50,00 to 50,000 and a polyfunctional 
isocyanate (heat curing agent). Nakamura more specifically teaches that the 
(meth)acryl polymer is glycidyl (meth)acrylate which is known by one of the 
ordinary skill in the art to comprise epoxy groups, (col 3: 34-52). 

b. With regards to claim 2, the teachings of claim 1 apply. In addition, 
Nakamura et al. teaches that the reaction product obtained by poly-addition of 
glycidyl methacrylate based polymer and alpha, beta unsaturated 
monocarboxylic acid (the polymer is the reaction product of the addition of a 
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monocarboxylic acid having an unsaturated double bond to a polymer having an 
epoxy group) (col 3 In 49-52). I 

c. With regards to claim 3, the teachings of claims 1 and 2 apply. In addition, 
Nakamura et al. teaches that the glycidyl methacrylate based polymer may be a 
homopolymer of glycidyl methacrylate or a copolymer of glycidyl methacrylate 
(col 3 In 53-56). 

d. With regards to claims 6 and 7, Nakamura et al. teaches of a transfer 
material comprising a protective layer on a releasable sheet (col 3 In 30-46, col 4 
In 14-27). 

e. With regards to claim 8, Nakamura et al. teaches a method for producing 
a molded article comprising the steps of (col 3 In 62-64, col 4 In 14-23). 

i. Adhering transfer material onto a substrate of a molded article (col 
3 In 64-67); 

ii. Releasing the substrate sheet (removing the releasable base 
sheet) (col 4 In 1 ) 

iii. Irradiating with an active energy ray (irradiating the surface of the 
molded article with an active energy ray) (col 4 In 2). 

f. With regards to claim 9, Nakamura et al. teaches a method of producing a 
molded article comprising the steps of (col 4 In 3-6) 

iv. Placing a transfer material in a mold (applying a transfer material to 
the inside of a mold) (col 4 In 7-8). 
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v. Injecting a resin into a cavity for filling, molding, and simultaneously 
adhering the transfer material to the surface of the molded resin (filling a 
cavity of the mold with a resin by injection to thereby form a molded article 
and adhering the transfer material to a surface of the molded article) (col 4 
In 8-11); 

vi. Releasing the substrate sheet (removing the releasable base 
sheet) (col 4 In 12) 

vii. Irradiating with an active energy ray (irradiating the surface of the 
molded article with an active energy ray) (col 4 In 13). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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6. Claims 4, 5, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura et al. (US 6245182) as applied to claims 1-3 and 6-9 above and in 
further view of Kawakubo et al. (US 4837274). 

a. Nakamura et al. teaches a thermosetting and active curable energy ray 
composition as taught in claim 1 . Nakamura et al. does not teach about a heat- 
curing agent selected from the group required in claim 4; and of a photo 
polymerization initiator (claim 5). 

b. Kawakubo et al. teaches of a curable composition wherein a silane 
coupling agent is used as a curing catalyst in a thermosetting and active energy 
ray curable (meth)acryl based polymer or copolymer (claim 4: wherein the heat 
curing agent is one or more compounds selected from the group consisting of 
silane coupling agents, and claim 10 wherein the heat curing agent has no 
isocyanate group) (col 2 In 53-68; col 10 In 50-51). Regarding claim 5, 
Kawakubo et al. teaches of additives like plasticizers which can be admixed at 
the time when preparing the organic polymer (photo polymerization initiator) (col 
9 In 16-26,36-51). 

c. At the time of invention, it would have been obvious to one of ordinary skill 
in the art to use the teachings of heat curing agents and polymerization additives 
as taught by Kawakubo in the teachings of Nakamura et al. in order to better 
control tensile properties i.e. elasticity and elongation of the composition 
(Kawakubo: col 2 In 3-4, 16-17) used to make articles with superior wear and 
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abrasion resistance, chemical resistance, and increased work life thus avoiding 

cracks when making curved surfaces. 

Response to Arguments 
7. Applicant's arguments filed 10/31/2008 have been fully considered but they are 
not persuasive. 

a. With regards to the rejection of claims 1 -3 and 6-9 under 1 02(b) applicant 

argues that the cited reference does not teach all the limitations of the claim, 

specifically that the composition is a thermosetting composition and that the 

composition lacks a heat-curing agent. These arguments are not found 

persuasive. The cited reference is silent as to using the specific word 

"thermosetting"; however, the cited composition teaches a reaction of actinic 

radiation that crosslinks and cures the polymer, a polymer which is similar in 

composition to the applicant's composition. Given the similarities between the 

applicant's composition and the references composition as well as the identical 

methods of curing the composition, the reference composition would inherently 

be a thermosetting polymer. 

NOTE: Where ... the claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the PTO can 
require an applicant to prove that the prior art products do not necessarily or inherently 
possess the characteristics of his claimed product. Whether the rejection is based on 
"inherency" under 35 USC § 102, on prima facie obviousness" under 35 USC § 
103, jointly or alternatively, the burden of proof is the same, and its fairness is 
evidenced by the PTO's inability to manufacture products or to obtain and 
compare prior art products." In re Best, 562 F2d 1252, 1255, 195 USPQ 430, 433-4 
(CCPA 1977). 
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b. With regards to the argument that the composition does not contain a 
heat-curable agent, the applicant states that the composition cannot contain a 
heat-curing agent because Nakamura teaches heating the transfer material in 
order to soften the material which is later irradiated. While Nakamura does heat 
the material to soften it, Nakamura also teaches that the polyfunctional 
isocyanate reacts with the polymer to form a slightly cross-linked compound. 
Thus when heated the polyfunctional isocyanate reacts with the polymer for 
keeping stickiness of the protected printed layer prior to irradiation and provides 
resistance to the solvent in the ink (col 8 In 1-11). The argument that the 
composition of Nakamura is not a thermoset because it is softened is not 
persuasive, because a thermoset may be softened as long as it has not yet been 
cured and does not reach a curing temperature. The composition of Nakamura 
is heat softened prior to fully curing by irradiation. 

c. With regards to the rejection of claims 4 and 5 under 1 03(a) applicant 
argues that the claims upon which 4 and 5 depend were invalid for the reasons 
above, and these arguments are not found persuasive for the reasons above. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GALEN HAUTH whose telephone number is (571)270- 
5516. The examiner can normally be reached on Monday to Thursday 8:30am-5:00pm 
ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571)272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/GHH/ 

/Christina Johnson/ 

Supervisory Patent Examiner, Art Unit 1791 



